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DETAILED ACTION 

Response to Amendments/Remarks 
Disposition of Claims 

I. Claims 5-7, 10, 12-23, and 25-40 are pending in the application. 

Election/Restrictions 

II. Newly submitted claims 37-40 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

Claims 37-40, drawn to measuring, testing, or monitoring of a system or part, wherein the 
operating characteristics of the whole or selected components of the system under prescribed 
conditions of operation are determined, classified in class 455, subclass 67.1 1. 

Claims 37-40 are distinct from the invention originally claimed because they do not 
overlap in scope and are not obvious variants, and it can be shown that claims 37-40 are 
separately usable. In the instant case, claims 37-40 have separate utility such as measuring, 
testing, or monitoring of a system or part. See MPEP § 806.05(d). 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 37-40 withdrawn from consideration as being directed to a 
non-elected invention. See 37 CFR 1 . 142(b) and MPEP § 821 .03. 
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Allowable Subject Matter 

III. The following is a statement of reasons for the indication of allowable subject 

matter: 

Claim 23 recites a system for managing calls between a wireless local area network and a 
cellular carrier network, with elements as recited in claim limitations and defined in the 
specification (pages 3-7). The prior art teaches a system for managing calls including a mobile 
terminal capable of communicating over a wireless local area network and a cellular carrier 
network. However, applicant's independent claim 23 comprises a particular combination of 
elements that is neither taught not suggested by the prior art. 

Claims 17-19 and 32 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

IV. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S. C. 103(c) 
and potential 35 U.S. C. 102(e), (f) or (g) prior art under 35 U.S. C. 103(a). 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1,148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

V. Claims 5, 7, 10, 15-16, 20-22, 26, 30-31, and 33-36 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Pitcher et al. (US 2002/0131387 Al) in view of Sundar et al. 
(US 2003/0134638 Al). 

Regarding claim 7 Pitcher teaches a method of handling calls between a wireless local 
area network of an enterprise and a cellular carrier network for a mobile terminal that is capable 
of communicating over the wireless local area network and the cellular carrier network (see 
paragraphs [0019], [0025], [0028], and [0055]). Pitcher teaches emulating the mobile terminal 
on the cellular carrier network when the mobile terminal is communicating via the wireless local 
area network within the enterprise (see paragraphs [0029] and [0057]). Pitcher teaches 
receiving, via a fixed radio terminal, calls from the cellular carrier network; and routing the calls 
received from the cellular carrier network to the mobile terminal via the wireless local area 
network (see paragraphs [0056], [0059], and [0060]). Pitcher does not specifically teach 
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registering the mobile terminal on the cellular carrier network. Sundar teaches registering the 
mobile terminal on the cellular carrier network (see paragraphs [0072] - [0073], WW AN reads 
on cellular network). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to make the device in Pitcher adapt to include registering the mobile 
terminal on the cellular carrier network because this would allow for improved signaling 
between wireless local home networks and cellular networks during call processing. 

Regarding claim 10 Pitcher teaches a system for managing calls between a wireless local 
area network (wireless LAN) and a cellular carrier network (see paragraphs [0019], [0025], 
[0028], and [0055]). Pitcher teaches a fixed radio terminal configured to communicate with the 
cellular carrier network and to emulate a mobile terminal on the cellular carrier network (see 
paragraphs [0029] and [0056] - [0057]). Pitcher teaches receiving one or more calls from the 
cellular carrier network via the fixed radio terminal and route the one or more calls received from 
the cellular carrier network to the mobile terminal over the wireless local area network (see 
paragraphs [0056], [0059], and [0060]). Pitcher does not specifically teach a gateway configured 
to receive a registration message from mobile terminal via a WLAN; and register the mobile 
terminal on the cellular carrier network via the fixed radio terminal. Sundar teaches a gateway 
configured to receive a registration message from mobile terminal via a WLAN; and register the 
mobile terminal on the cellular carrier network (see paragraphs [0072] - [0073], WW AN reads 
on cellular network). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to make the fixed radio terminal in Pitcher adapt to include a gateway 
configured to receive a registration message from mobile terminal via a WLAN; and register the 
mobile terminal on the cellular carrier network via the fixed radio terminal because this would 
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allow for improved signaling between wireless local home networks and cellular networks 
during call processing. 

Regarding claim 5 Pitcher teaches receiving an indication of a handoff; sending call 
parameters to the mobile terminal; and instructing the mobile terminal to switch a radio to the 
cellular network using the call parameters (see paragraphs [0072] - [0077]). 

Regarding claim 15 Pitcher teaches wherein the mobile terminal monitors one or more 
calls for call quality over the wireless local area network (see paragraph [0075]). 

Regarding claim 16 Pitcher teaches the mobile terminal configured to switch to 
communicating over the cellular carrier network when the call quality of a received call degrades 
below a threshold value (see paragraphs [0075] - [0077]). 

Regarding claim 20 Pitcher and Sundar teach a device as recited in claim 15 and is 
rejected given the same reasoning as above. 

Regarding claim 21 Pitcher and Sundar teach a device as recited in claim 16 and is 
rejected given the same reasoning as above. 

Regarding claim 22 Pitcher teaches determining that the call quality of a given call 
degrades to the threshold; and responsive to determining the call quality of the given call has 
degraded to the threshold, monitor communications for the mobile terminal on the cellular carrier 
network, and send communications to the mobile terminal via the local area network (see 
paragraphs [0062] - [0070]). 

Regarding claim 26 Pitcher and Sundar teach a device as recited in claim 5 and is rejected 
given the same reasoning as above. 



Application/Control Number: 10/688,608 Page 7 

Art Unit: 2617 

Regarding claim 30 Pitcher and Sundar teach a device as recited in claim 15 and is 
rejected given the same reasoning as above. 

Regarding claim 31 Pitcher and Sundar teach a device as recited in claim 16 and is 
rejected given the same reasoning as above. 

Regarding claim 33 Pitcher teaches responsive to determining the call is on a phone 
number of the cellular carrier network when the mobile terminal is switching to the cellular 
carrier network, handing off the call to the mobile terminal (see paragraphs [0072] - [0077]). 

Regarding claim 34 Pitcher teaches a method comprising establishing a connection to the 
mobile terminal via a wireless local arc network; establishing a wireless communication with a 
cellular carrier network on behalf of the mobile terminal; receiving a cellular call intended for 
the mobile terminal from the cellular carrier network and routing the call to the mobile terminal 
via the connection (see paragraphs [0056] - [0057] and [0060]). Pitcher teaches receiving a 
handoff request from the mobile terminal; and responsive to the handoff request, transmitting 
cellular call parameters to the mobile terminal via the connection, wherein the call parameters 
comprise a channel or code to use (see paragraphs [0072] - [0077]). Pitcher does not specifically 
teach registering the mobile terminal via a wireless local area network; and establishing a TCP 
connection to the mobile terminal. Sundar teaches registering the mobile terminal via a wireless 
local area network (see paragraph [0080]). Sundar teaches establishing a transport layer 
connection to the mobile terminal (see paragraph [0056], transport layer connection reads on 
TCP connection as claimed). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to make the fixed radio terminal in Pitcher adapt to include 
registering the mobile terminal via a wireless local area network; and establishing a TCP 
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connection to the mobile terminal because this would allow for improved signaling between 
wireless local home networks and cellular networks during call processing. 

Regarding claim 35 Pitcher teaches instructing the mobile terminal to switch a radio to 
the cellular carrier network based on the call parameters [0076] - [0078]). 

Regarding claim 36 Pitcher and Sundar teach a device as recited in claim 34 except for 
closing the TCP connection; and ceasing communications on behalf of the mobile terminal in the 
cellular carrier network. Pitcher does teach closing a connection and ceasing communications on 
behalf of the mobile terminal in the cellular carrier network (see paragraphs [0069] and [0071]). 
Sundar does teach establishing a transport layer connection to the mobile terminal (see paragraph 
[0056], transport layer connection reads on TCP connection as claimed). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to make the fixed 
radio terminal in Pitcher adapt to include closing the TCP connection; and ceasing 
communications on behalf of the mobile terminal in the cellular carrier network because this 
would allow for improved signaling between wireless local home networks and cellular networks 
during call processing. 

VI. Claims 6 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pitcher et al. (US 2002/0131387 Al) in view of Sundar et al. (US 2003/0134638 Al) in view of 
Odaetal. (US 7,177,636 B2). 

Regarding claim 6 Pitcher and Sundar teach a device as recited in claim 10 except for 
wherein the gateway performs TDMA-to-VoIP conversion. Oda does teach wherein the 
controller implements cellular-to-VoIP conversion (see col. 6, lines 34-38 and col. 14, lines 1-4). 



Application/Control Number: 10/688,608 Page 9 

Art Unit: 2617 

It would have been obvious to one of ordinary skill in the art at the time the invention was made 
to make the Pitcher and Sundar combination adapt to include TDMA-to-VoIP conversion 
because the system in Pitcher supports voice communication over Internet connections (see 
Pitcher, paragraph [0069]). 

Regarding claim 25 Oda teaches wherein the controller implements CDMA-to-VoIP 
conversion (see col. 6, lines 34-38 and col. 14, lines 1-4). 

VII. Claims 12-13 and 27-28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pitcher et al. (US 2002/0131387 Al) in view of Sundar et al. (US 
2003/0134638 Al) in view of Pan et al. (US 2004/0002335 Al). 

Regarding claim 12 Pitcher and Sundar teach a device as recited in claim 10 except for 
wherein the mobile terminal is assigned two telephone numbers, one for the cellular carrier 
network and one for a private branch exchange. Pan teaches wherein the mobile terminal is 
assigned two telephone numbers, one for the two networks (see paragraph [0025]). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to make 
the device adapt to include wherein the mobile terminal is assigned two telephone numbers, one 
for the cellular carrier network and one for a private branch exchange because the Pitcher and 
Sundar combination teaches methods for routing between cellular networks and other wireless 
networks and this would allow for improved method of utilizing a cellular network by way of an 
IP network. 

Regarding claim 13 Pitcher and Sundar teaches a device as recited in claim 12 except for 
receive calls placed to either the telephone number of the cellular carrier network or to the 
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telephone number of the private branch exchange and route the received calls to the mobile 
terminal via the wireless local area network when the mobile terminal is on the wireless local 
area network. Pan does teach a private branch exchange and switching calls placed to the private 
branch exchange (see paragraphs [0003] - [0004]). Pan does teach calls placed to a telephone 
number of a cellular carrier network are received by the controller and routed to the mobile 
terminal via the wireless local area network when the mobile terminal is on the local area 
network (see paragraphs [0037] & [0038]). It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to make the device adapt to include receive calls 
placed to either the telephone number of the cellular carrier network or to the telephone number 
of the private branch exchange and route the received calls to the mobile terminal via the 
wireless local area network when the mobile terminal is on the wireless local area network 
because the Pitcher and Sundar combination teaches methods for routing between cellular 
networks and other wireless networks and this would allow for improved method of utilizing a 
cellular network by way of an IP network. 

Regarding claim 27 Pitcher, Sundar, and Pan teach a device as recited in claim 12 and is 
rejected given the same reasoning as above. 

Regarding claim 28 Pitcher, Sundar, and Pan teach a device as recited in claim 13 and is 
rejected given the same reasoning as above. 
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VIII. Claims 14 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pitcher et al. (US 2002/0131387 Al) in view of Sundar et al. (US 2003/0134638 Al) in view of 
Bridgelall (US 2002/0085516 Al). 

Regarding claim 14 Pitcher and Sundar teaches a device as recited in claim 10 except for 
wherein the mobile terminal attempts to register with the wireless local area network and 
registers with the cellular carrier network if registration with the wireless local area network is 
unsuccessful. Bridgelall teaches wherein the mobile terminal attempts to register with the 
wireless local area network and only registers with the cellular carrier network if registration 
with the wireless local area network is unsuccessful (see paragraph [0075]). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to make the device 
adapt to include wherein the mobile terminal attempts to register with the wireless local area 
network and only registers with the cellular carrier network if registration with the wireless local 
area network is unsuccessful because both Pitcher and Sundar teach methods for routing between 
cellular networks and other wireless networks and the combination would allow for improved 
method of utilizing a cellular network by way of an IP network. 

Regarding claim 29 Pitcher, Sundar, and Bridgelall teach a device as recited in claim 14 
and is rejected given the same reasoning as above. 

Claim Objections 

IX. Claims 34-36 are objected to because of the following informalities: Claims 34- 
36 use the acronym "TCP". It would be more clarifying if the first instance of the acronym were 
spelled out with the acronym following in parenthesis. Appropriate correction is required. 
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Response to Arguments 

X. Applicant's arguments with respect to claims 5-7, 10, 12-16, 20-22, 25-32, and 
34-36 have been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

XL Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRANDON J. MILLER whose telephone number is (571)272- 
7869. The examiner can normally be reached on Mon.-Fri. 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on 571-272-7495. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/George Eng/ /Brandon J Miller/ 

Supervisory Patent Examiner, Art Unit 26 1 7 Examiner, Art Unit 26 1 7 

June 4, 2009 



